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DETAILED ACTION 
Response to Amendment 

The rejection of claims 1, 3, 5, 12-17, 19-20. 40. and 42-47 under 35 U.S.C. 
102(a) as being anticipated by PCT Publication WO 99/44956 or POT Publication WO 
99/44958 or PCT Publication WO 99/44959 or PCT Publication WO 00/21899 or PCT 
Publication WO 00/21900 is withdrawn in view of applicants' arguments. 

The rejection of claims 1, 3, 5, 12-20, 40, and 42-47 under 35 U.S.C. 103(a) as 
being unpatentable over Nagamine. 1-249333 in view of Russian Patent Publication 
2072121 (Adolfovna) in view of PCT Publication WO 99/44956 is withdrawn in view of 
applicants' arguments. 

Claim Rejections - 35 USC § 102 

1 , The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

2. Claims 1, 3, 5, 16-17, 40, 42, 45, and 46 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Stengle, Jr. 4, 316, 930 (Stengle). 

Stengle teaches a reinforced laminate comprising a woven fabric substrate 
having a coating thereon, said coating comprising a resin containing a filler material. In 
addition, Stengle teaches that the coated fabric can be mounted onto a backing 
material. See abstract, column 6, lines 43-46 and 61-64, and column 7, lines 4-5. The 
term "matrix material" is broad and would embrace the backing material of Stengle. 
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Accordingly, Stengle teaches a reinforced laminate as claimed in present claims 1 and 
17. As to the language of "adapted for an electronic support", the term "electronic 
support" is vague and it is the examiner's position that the composite of Stengle is 
"adapted" for an electronic support, particularly those in need of heat resistance. 
Accordingly, Stengle teaches an electronic support as claimed in present claims 40 and 
46. Regarding claims 3, 5, and 42, Stengle teaches that the filler can be graphite. See 
column 1 , lines 38-42. As to claims 16 and 45, Stengle teaches that the resin coating is 
silicone. 

Therefore, the teachings of Stengle anticipate the invention as claimed in present 
claims 1, 3, 5, 16-17, 40, 42. and 45-46. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 13, 18 and 47 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Stengle, Jr., 4,316,930, as 
applied above to claims 1, 3, 5, 16-17, 40, 42, and 45-46. 

Stengle is as applied above but is silent as to the LOI and air permeability, per 
claims 18 and 47. In this regard, it is the examiner's position that the reinforced 
laminate of Stengle is the same as or substantially similar to that contemplated by 
applicants. Thus, the examiner has reason to believe that all properties would be the 
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same as well in the absence of factual evidence to the contrary. Applicants are invited 
to provide said evidence. As to claim 13, it is the examiner's position that since the 
strand of claim 1 is note limited to glass fibers, nor does said strand require glass fibers, 
the Moh's hardness of the particles of Stengle necessarily meet this limitation. In the 
alternative, it would have been obvious to use particles having a Moh's hardness of the 
particles not exceeding that of the glass fibers to minimize breakage of said fibers. 
5. Claims 1, 3, 5, 12-20, 40, and 42-47 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Nagamine, 1-249333 in view of Russian Patent Publication 
2072121 (Adolfovna), for reasons of record. 

Nagamine teaches a laminate adapted for an electronic support and an 
electronic support wherein the laminate comprises a glass cloth impregnated with a 
resin (page 1). In addition, Nagamine teaches that the glass cloth is formed from sized 
filaments that have been formed into yarns and subsequently woven into cloths wherein 
the glass cloth still has the sizing agent adhered thereto. Nagamine teaches that in 
cases where the sizing agent causes a problem in the adhesion with the resin, the glass 
cloth can be degreased. See page 3. Moreover, Nagamine teaches that the sizing 
agent used for the glass yarns include a recently developed non-desizing sizing agent 
that does not require degreasing or surface treatment and thereby eliminates 
degreasing and improving productivity and production yield. See page 10. Nagamine 
does not teach the incorporation of particles. Adolfovna teaches substrates for circuit 
boards comprising fabric sheets impregnated with a polymer binder comprising boron 
nitride powder, as required by claims 3, 5, 17, 41, 42, 43, and 46. In addition, Adolfovna 
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teaches that the binder can be epoxy binder and that the powder has a particle size of 
0.5-20nn, as required by claim 15 and 44. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the impregnant composition 
of Nagamine by including particulate material such as boron nitride powder as taught by 
Adolfovna with the reasonable expectation of obtaining a prepeg suitable for electronic 
supports and having good dielectric properties and heat resistance. Regarding the 
thermal conductivity and Moh's hardness of claims 12-13, Adolfovna teaches the same 
type of particles contemplated by applicants, accordingly, the examiner has reason to 
believe that the properties of said particles are the same as well. As to claims 1 9-20, 
Nagamine teaches the incorporation of resin reactive diluents in his coating 
composition. See page 17. Regarding claims 16 and 45, it would have been an 
obvious variant to include an additional lubricious material to minimize abrasion during 
processing. The substrates of Adolfovna have increased heat resistance and improved 
thermophysical and dielectric properties, which would have provided motivation to the 
skilled artisan to modify the laminates of Nagamine by incorporating a boron nitride 
powder. It is noted that Adolfovna teaches a basalt fabric substrate whereas Nagamine 
teaches a glass cloth. Nevertheless, Nagamine and Adolfovna are each drawn to the 
same endeavor of forming prepegs to be used in the formation of circuit boards, and 
each teach inorganic fibrous fabrics impregnated with epoxy in the formation of said 
prepegs. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to produce a laminate and electronic support comprising a 
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matrix material and a fabric comprising at least one strand comprising a plurality of 
fibers. While the examples set forth in Nagamine utilize a glass cloth that has been 
degreased, the prior art reference is not limited solely to that which is taught in its' 
preferred embodiments, rather, all that the prior art reference would have reasonably 
imparted to one of ordinary skill in the art at the time the invention was made. In the 
instant case, the teachings of Nagamine would have provided direction to the skilled 
artisan to use as the fabric, a fabric that is sized with a sizing agent that does not 
require degreasing or more specifically, a non-degreased fabric, with the reasonable 
expectation of improving economic aspects of the production process and improving 
production yield. Regarding claims 18 and, it is the examiner's position that where the 
general conditions of a claim are discovered in the prior art, it is not inventive to 
discover the optimum or workable ranges by routine experimentation. 
6. Claims 1 , 3, 5, 17, 40, 42, 46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagamine, 1-249333 as applied above in view of Japanese Patent 
Publication 4-307787, (Iketani). 

Nagamine is as set forth above but does not teach the inclusion of particles. 
Iketani teaches a method of producing printed circuit substrates comprising 
impregnating a glass cloth with a varnish containing an inorganic filler such as oxides, 
per claims 3 and 5. See [0006] and [001 1]. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the teachings of 
Nagamine by including particulate material in the impregnate with the reasonable 
expectation of enhancing the dielectric properties of the resultant laminate. 
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Response to Arguments 



7. Applicant's arguments with respect to clainns 1, 3, 5, 12-20, 40, and 42-47 have 
been considered but are moot in view of the new ground(s) of rejection. 
No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill M. Gray whose telephone number is 571-272-1524. 
The examiner can normally be reached on M-Th and alternate Fridays 10:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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